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REMARKS 



Claims 16-60 are currently pending in this application. In the Office Action, claims 
16-60 were rejected under 35 USC 112, first paragraph, as failing to comply with the written 
description requirement. Claims 16-60 were further rejected on the grounds of non-statutory 
obviousness-type double patenting. Applicants believe these rejections are overcome for the 
reasons set forth below and the allowance of the claims is hereby earnestly solicited. 



Claim Rejections 

Claims 16-60 were rejected under 35 USC 1 12, first paragraph, for failing to comply 
with the written description requirement. More specifically, on page 2 of the Office Action 
the Examiner remarks that the "original specification does not adequately described how the 
shim element(s) is (are) used to affix the retractor blade(s) to the spinal target site." The 
Applicants respectfully disagree. To comply with the written description requirement of 35 
USC 1 12, paragraph 1, each claim limitation must be expressly, implicitly, or inherently, 
supported in the originally filed disclosure. (MPEP 2163.01) The disclosure must 
reasonably convey to one skilled in the relevant art that the inventors, at the time the 
application was filed, had possession of the claimed invention. 

Beginning on page 16 of the specification as originally filed, it is clearly set forth that 
"shim elements 22, 24, serve to distract the adjacent vertebral bodies (thereby restoring disc 
height), form protective barriers (against the migration of tissue into (or instruments out of) 
the operative site, and rigidly couple the posterior and anterior retractor blades 12, 14 in a 
fixed relation relative to the vertebral bodies" (Emphasis added). Further support may also 
be found in the specification, for example, beginning on page 7 in the summary. Use of the 
shim elements is described to "augment the structural stability of the retractor blades and 
thereby ensure the operative corridor, once established, will not decrease or become more 
restricted such as may result if distal ends of the retractor blades were permitted to "slide" or 
otherwise move in response to the force exerted by the displaced tissue." This is 
accomplished, by way of example, when the shim elements are "advanced into the disc space 
after the posterior and anterior retractor blades are positioned." (Specification as filed, pg. 7, 
In. 4-5). In light of this description, applicants assert that persons skilled in the art would 
readily understand that the Applicants were in possession of the invention of claims 16-60, at 
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the time of the original filing, and as such, the rejection under 35 USC 112 should be 
withdrawn. 

Claims 16-60 are believed to be in proper condition for allowance and an indication to 
that effect is hereby earnestly solicited. 

Claims 16-60 were also rejected as being unpatentable on the ground of non-statutory 
obviousness-type double patenting over claims 10, 28, and 37 of US Patent No. 7,207,949 in 
view of US Patent Application US2005/0075578 to Gharib et al. US Patent No. 7,207,949 is 
commonly owned with the present application. The Applicants acknowledge the rejection 
and a terminal disclaimer will be filed to overcome the rejection upon an indication of 
allowance of the pending claims. 

It is believed that all of the pending claims have been addressed. However, the 
absence of a reply to a specific rejection, issue or comment does not signify agreement with 
or concession of that rejection, issue or comment. In addition, because the arguments made 
above may not be exhaustive, there may be reasons for patentability of any or all pending 
claims (or other claims) that have not been expressed. Finally, nothing in this paper should 
be construed as an intent to concede any issue with regard to any claim, except as specifically 
stated in this paper, and the amendment of any claim does not necessarily signify concession 
of unpatentability of the claim prior to its amendment. 

Conclusion 

Favorable consideration and allowance of the claims are respectfully requested. In 
the event that there are any questions concerning this Response to Office Action or the 
application in general, the Examiner is cordially invited to telephone the undersigned attorney 
so that prosecution may be expedited. If there any fees or overpayments associated with this 
amendment or any accompanying paper, the Commissioner is authorized to debit or credit 
USPTO Deposit Account No. 50-2040. 
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Respectfully submitted, 
NUVASIVE, INC. 



/Rory Schermerhorn/ 

By: 

Rory Schermerhorn, Esq. 
Registration No. 58,148 



4545 Towne Centre Court 
San Diego, CA 92121 
Tel.: (858) 909-1845 

Date: June 9, 2008 
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